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OFFICE ACTION SUMMARY 



□ Responsive to communlcation(s) filed on 

□ This action is FINAL. 

D f^rHp^K 0 " b ^ ndI S° n ? r allow l nce except fomai matters - Prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayle, 1 935 D.C. 1 1 ; 453 O.G. 21 3. 



A J^ rtene J ? tatutor yP eriod for res P° nse to mis ac^on is set to expire . ? - ' month(s) or thirtv davs 

whichever tongar from the mailing date of this communication. Failure to respond within the period™ ib»oWiiS» nuse 
fiaST to become abandoned. .(35 U.S.C. § 133). Extensions of time maybe obtained under the 'p73SZs of 3?CFR 

Disposition of Claims 

B^Oaimts) i- l >~_ 



Of the above, ciaim(s) _ 

□ Claim(s) 

0^ciaim(s) 

□ Claim(s) 

.□ Claims 



l-it 



is/are pending in the application. 

_ is/are withdrawn from consideration. 

is/are allowed. - 

— is/are rejected. 1 



_ is/are objected to. 



_ are subject to restriction or election requirement 



Application Papers 

Q ,/ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) tried on ; ; Is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on __ _ „ q Q disapprDved ) 

□ The specification is objected to by the Examiner. • 

□ The oath or declaration is objected to by the Examiner. ; 
Priority under 35 U.S.C. § 119 

□ Acknowtedgement is made of a daim for foreign pnortty under 35 U.S.C. § 119(aMd). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 1 

□ received in Application No. (Series Code/Serial Number) , ; \ 



□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
•Certified copies not received: 



□ Acknowledgement is made of a daim for domestic priority under 35 U.S.C. § 119(e). 
Attachments) 

of Reference Cited, PTO-892 
information Disclosure Statement(s), PTO-1449, Paper No(s). 3 

□ Interview Summary, PTO-413 

©"Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



PTOL-326 (R*v. 1GA5) 



- SEE OFFICE ACTION ON THE FOLLOWING PAGES - 
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Specif ica tion 



1. The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

The specification is objected to under 35 U.S.C. 112, first 
paragraph, as failing to provide an adequate written description 
of the invention, and failing to adequately teach how to make 
and/or use the invention, i.e. failing to provide an enabling 
disclosure . 

There is no disclosure as to what materials would be 
appropriate for the upper most layer or what materials fall into 
the resiliency indexes claimed and disclosed. 



2. Claims 1-18 are rejected under 35 U.S.C. 112, first 
paragraph, as containing subject matter which was not described 
in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor (s), at the time the 
application was filed, had possession of the claimed invention. 



Claim Rejections - 35 USC § 112 
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3. Claims 1-18 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claims 1-3 and 9-11, it is not clear what materials 
applicant intends to encompass with the phrase "resiliency 
index" . 

In claim 18 the phrase "is selected in the group"' is 
confusing, awkward, and vague. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in 
this or a foreign country or in public use or on sale in this country, more 
than one year prior to the date of application for patent m the United 
States. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms 
the basis for all obviousness rejections set forth in this Office 
action: 



V 
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(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

6. Claims 1-3, 7-11, and 15-18 are rejected under 35 

U.S.C. 102(b) as anticipated by or, in the alternative, under 35 

U.S.C. 103(a) as obvious over Moronaga. 

Moronaga shows a sole element with a resilient top layer (2) 
with a Shore A hardness of between 12.5 and 28 as claimed. In 
reference to the resiliency index, the material of Moronaga may 
inherently have the properties claimed, however if it is not in 
the range claimed, Moronaga discloses the claimed invention 
except for the exact resiliency index. It would have been 
obvious to one having ordinary skill in the art at the time the 
invention was made to use a material with an index of .1-.2, 
since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re 
Aller, 105 USPQ 233. Also, Moronaga discloses the claimed 
invention except for the exact material with the resiliency index 
claimed. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to use a material 
with the claimed resiliency index, since it has been held to be 
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within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as 
a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

7. Claims 4-6 and 12-14 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Moronaga. 

Moronaga shows a shoe sole element substantially as claimed 
except for the exact thickness of the upper layer. It would have 
been obvious to one having ordinary skill in the art at the time 
the invention was made to make the layer a thickness of 12-20mm, 
since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re 
Aller, 105 USPQ 233. 

8. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Marie 
Patterson whose telephone number is (703) 308-0069. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-1148. Facsimile 
correspondence for this application should be sent to (703) 305-3579. 




Marie Patterson 
Primary Examiner 
Art Unit 3208 



MDP 

December 6, 1996 



